§Appl.No. 10/017,393 

Amdt. dated May 6, 2004 

Reply to Office Action of, February 23, 2004 

REMARKS 

Rejections under §112, first and second paragraphs 

The skilled worker would understand that the term "complement" in the claims referred 
to polynucleotides which possess 100% complementarity to the recited sequence. See, also, 
Specification, Page 1 1, line 9. Nonetheless, the claims have been amended by replacing the term 
"complement" with "complete complement." This amendment does not change the scope of the 
claims since the skilled worker would have reasonably construed the original term 
("complement") in the claims to have the same scope as the substituted phrase ("complete 
complement"). 

A search of the of the PTO patent database revealed 2340 DNA patents which used the 
term "complement thereto" in the claims, and only 32 patents which recited the examiner's 
preference "complete complement thereto." See, Exhibit 1 . Many of these patents refer to a 
sequence identification number ("SEQ ID NO"), and then to the complement of it. It is not 
logical that the claimed complement would be broader than the sequence associated with its 
identifier, and therefore, it is evident that the term "complement" as utilized in over 98% of the 
patents in Exhibit 1 is understood to mean "complete complement," making the amendment 
unnecessary. 

Applicant has amended Claim 2 to recite specific hybridization conditions. Support for 
this amendment can be found in the specification, e.g.. Page 8, lines 22-27. This claim type has 
been determined by the Patent Office to meet the requirements of §1 12, first paragraph. See, 
Example 9 of the Written Description Guidelines. For example, it is stated on Page 36 of the 
Guidelines: "Now turning to the genus analysis, a person of skill in the art would not expect 
substantial variations among species encompassed with the scope of the claims because the 
highly stringent hybridization conditions set forth in the claim yield structurally similar DNAs. 
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Thus, a representative number of species is disclosed, since highly stringent hybridization 
conditions in combination with coding function of DNA and the level of skill and knowledge in 
the art are adequate to determine that applicant was in possession of the claimed invention." 

Claim 2 has also been amended to expressly recite "wherein said polynucleotide codes for 
a polypeptide that has H2 receptor activity." Support for this amendment can be found 
throughout the specification, e.g., on Page 1, line 29-Page 2, line 8; Page 3, lines 10-23. 

The phrase "specific fragments" would be understood by the skilled worker, especially 
when read in light of the specification. The claim has been amended to clarify it. Support for 
this amendment is found in the specification, e.g., on Page 1 1, line 22-Page 12, line 14; and Page 
17, lines 1-30. This amendment does not change the scope of the claim in any way, but merely 
conforms the claim to the description of "specific fragments" as already defined in the 
specification. 

Rejection under §102 

The sequence identified in U.S. Pat. No. 5,994,506 is a human histamine H2 receptor 
having 359 amino acids. See, the '506 Patent, Fig. 2A3 and SEQ ID NO: 13, As discussed fully 
in the specification: "It has now been found that the H2R receptors as previously identified were 
incomplete, lacking a substantial portion of the C-terminus that projects into the cell cytoplasm. 
Despite years of intensive research on this medically important receptor, this deficiency went 
unnoticed. Strikingly, the human form of this novel H2 receptor codes for a 422 amino acid 
polypeptide, 63 more amino acids than present in the previously known form." The 
polynucleotide of this previously known form does not have 95% or more sequence identity 
along the entire length of the polynucleotide sequence set forth in SEQ ID NO:l . Sequence 
Comparison A attached to the Office action indicated it was only 84.6% matching. Moreover, 
there is no disclosure cited in the Office action of the polynucleotides of claims 3, 4, or 5. 
Consequently, the rejection should be withdrawn. 
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In view of the above remarks, favorable reconsideration is courteously requested. If there are 
any remaining issues which could be expedited by a telephone conference, the Examiner is 
courteously invited to telephone counsel at the number indicated below. 

The Commissioner is hereby authorized to charge any fees associated with this response or 
credit any overpayment to Deposit Account No. 13-3402. 



MILLEN, WHITE, ZELANO 

& BRANIGAN, P.C. 
Arlington Courthouse Plaza 1, Suite 1400 
2200 Clarendon Boulevard 
Arlington, Virginia 22201 
Telephone: (703) 243-6333 
Facsimile: (703)243-6410 

Attorney Docket No. : ORIGEN-00 1 7 

Date: May 6, 2004 




Richkd M. Lebovitz, Reg. No. 37,067 
Attorney for Applicant(s) 
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M Compositions and methods for the therapy and diagnosis of ovarian cancer 
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M MQRC gene compositions and methods of use 
IB Programmed cell death antagonist protein 

M Compositions and methods for the therapy and diagnosis of prostate cancer 
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